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fi4 - Introduction

« Many foreigners believe that their intellectual
property cannot be protected in China

« Consequently they are reluctant to register their
IP rights in China,

e or even to do business in the PRC



41~ Introduction — 3£ i fi# Basic Advice
« China has IP laws that meet international standards

* Chinese courts do enforce IP rights, and particularly IP
rights held by foreign parties

 The PRC does have a “wild west” economy

* To a large extent the threat to IP from counterfeiters can
be costed and managed



T/} - Introduction - 15 £%; - Counterfeiting

“... a tumultuous period in which the rigid
hierarchies of colonial times finally dissolved,
replaced by the more fluid social order of a
democratic commercial society. Self-fashioning
and self-advancement slowly became a viable

way of life...”

Stephen Mihm, A Nation of Counterfeiters, p.24



V2 56 SRR P AT S it
Courts & IP Enforcement

Leggo%azse JRR RS A T] (INTERLEGO. AG) v. & (R BrAAA R A A, Beijing

Lego was successful under design patent and copyright law

Beijing Higher People’s Court stated:
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(While the Kegao Company’s products really have the smell of plagiarism, we
should also consider that the level of artistic creation in the English Interlego
Company’s products is not really very high and there is a certain disparity
between it and typical practical works of art. The court of first instance
struck a reasonable balance of the interests and we will support it.)



w5 A 245 Trade-mark Cases

* Ferrero- Rocher — in Tianjin - 2005

B B 5 B s 7] (FERRERO S.p.A.) v. ZHEF 5Tk K i)
B A R A

— Ferrero-Rocher had not registered their Chinese
character name and had allowed infringing use by a
Chinese dairy for well over 15 years.

— Ferrero-Rocher lost at trial and won on appeal and at the
Supreme People’s Court



w5 A 245 Trade-mark Cases

« Ferrero-Rocher — cont'd

— Commenced action in 2003 under Anti-Unfair Competition

Law - AN IE M 5e 45
— Grounds for win in Tianjin Higher People’s Court:

1. In determining whether a mark is well-known regard to be had
to foreign and domestic market — Paris Convention

2. Chinese infringer could not prove independent creation of
packaging

4. Court cited Article 10bis (2) of the Paris Convention in support
of the proposition that Article 5(2) of China’s Unfair
Competition Law should be read liberally.



w5 A 245 Trade-mark Cases

* Ferrero-Rocher — cont'd
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( Based on the principles of good faith and recognized
business ethics, “well-known” status for a product
must be achieved through management’'s own efforts.
Therefore unfair competition as specified in law
cannot be used as a method for management to
achieve “well-known” status for a product.)




w5 A 245 Trade-mark Cases

Sony Ericsson Case - July 2008— Bad Faith Registrations
 Sony Corporation is well-known in China as & J&

« Ericsson also well-known under the name #Z3/=

* In 2001 they formed a joint venture to manufacture and
sell mobile phones

« Joint venture incorporated in China as & Je Z {5 #2))if

fEr=m CHED AR H



5 bk S

e Businessman

Trade-mark Cases

in Guangzhou applied to register the mark

% 7% on March 19, 2003 — Sony opposed, but lost twice

* Beljing No. 1|

ntermediate People’s Court said the joint

venture was widely reported in the press

* SO businessman is presumed to have known about it

« his actionsA 1]

=244 — do have clear legitimacy — read

concept of good faith (1155) into Article 31 of Trademark

Law
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Foreigners in the People’s Courts

WL B R~ 7 U Ll A 0] SRR PR 7
(Zhejiang Blue Wild Liquor Company v. Shanghai Pepsi
Cola) May 24, 2007
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VA BE R SN2 23
Foreigners in the People’s Courts

December 14, 2003 Chinese co. applied for the
trademark “¥ 4 X, #” (BLUE STORM) — registered
January 24, 2006

July — August 2005 Pepsi used the same mark in a
promotional campaign

Pepsi won in the court of first instance on grounds that
use as a slogan was not used as a trademark

On appeal Zhejiang Higher People’s Court awarded 3

million yuan ($393,576.00 USD) to the Chinese
company
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AN TS FIIZ 45 - Design Patent Cases

Fiat Panda Great Wall Peri
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AN T A 24 - Design Patent Cases

Fiat Auto S.P.A v. K341 10 BR & 7] (Great Wall Motor Company),
Hebei Higher People’s Court, becember 29, 2008

Fiat claimed that Great Wall infringed its design patent

Court said:

— design patents only protect the unique aspects, in this case the
side views, but the average consumer would be more interested in
the size, shape and technical parameters than the side view
protected by the design patent

- differences in the design of the front of the car must also be
considered
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AN 5 F 241 - Design Patent Cases

Neoplan’s Starliner Zonda's A9
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AN 5 T2 - Design Patent Cases

Neoplan Germany v. &3+ B & 44 R A @] (Zhongwei Bus
Co,)H K IEEH] /A w) (Zhongda Industrial Co.), Beijing No.

1 Intermediate People’s Court, January 14, 2009 (under appeal — decision not
available)

- Neoplan registered a design patent, claimed infringement
- Zhongwei said that they created the design independently

Court said — the differences in the designs were too slight to
constitute a notable visible effect on the entire design
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AN 5 F 241 - Design Patent Cases
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#2411 K J& - Development of Doctrine

bR R R E RS PR A ] v. PRI HE I A ]
(Porsche AG), Jbatmim N kR BERHIe+5 (2008
) & IRAH 3265 - issued December 19, 2008

Can the trademark be used by others to describe the
product? (known as “nominative fair use”)

In China this case and others say — only if used as little as
possible — Porsche won

No equivalent line of cases in Canada
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